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Application Number 10/084,240 

Pre-Appeal Request for Review 

Applicants respectfully submit that claims 1, 5, 6, 12-14, and 16 are not obvious 
under 35 U.S.C. Section 103(a) in view of U.S. Patent No. 5,792,478 to Lawin et al. 
("Lawin"), U.S. Patent No. 5,893,839 to Johnson ("Johnson") and U.S. Patent No. 6,258,067 
to Hill ("Hill"). Applicants' position with respect to this rejection is set forth in Applicants' 
Amendment dated June 30, 2005 (the "Amendment"). Additional remarks with respect to 
this rejection are provided below. 

Additional Remarks 

In the Final Office Action dated September 22, 2005, the Examiner stated that 
Applicants' arguments set forth in the Amendment are directed to functional language in the 
claim, and that the device reported in Johnson is capable of performing Applicants 1 stated 
function. 

Applicants respectfully disagree with the Examiner's characterization of Applicants' 
assertions in the Amendment. Independent claims 1 and 12 each recite that the device 
includes a needle having a length between about 1.5 and 5 inches, and an arcuate segment 
formed by about a 1 5 degree bend located within a portion of the needle closest to a tip of the 
needle. None of the cited references, including Johnson, report a device having each of these 
structural limitations. 

Because these claim features are not taught in any of the cited references, the 
Examiner must set forth a prima facie case that a person of skill in the art would be 
motivated to modify the device reported in Johnson accordingly. However, for the reasons 
set forth in the Amendment, there would have been no motivation to modify the device 
reported in Johnson to provide the claimed length and bend, even if Johnson teaches a needle 
having a length and arc which may be varied. In particular, the device reported in Johnson is 
intended for use in vascular treatments, however, there is no suggestion in any of the cited art 
references that the claimed length and bend angle would be suitable for use in such 
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Application Number 1 0/084,240 

procedures. Indeed, Johnson does not even appear to report a range of bend angles suitable 
for use in such vascular procedures. 

Applicants further disagree with the Examiner's assertion that the Johnson device is 
necessarily capable of performing the intended use. As previously noted, Johnson expressly 
reports that the device as being suitable for use in vascular procedures, and is entirely silent 
with respect to urethral bulking procedures. Therefore, there is no suggestion that the 
reported device is capable of being used in urethral bulking procedures. 

Based on the foregoing arguments, Applicants assert that all appealed claims are 
allowable over the prior art of record. Applicants respectfully request review of the 
arguments set forth herein and allowance of claims 1 ,5-6,12-14, and 16. 



Sincerely, 




John L^rimmiris, Reg, No. 51,589 
FAEGRE & BENSON LLP 
2200 Wells Fargo Center 
90 South Seventh Street 
Minneapolis, MN 55402-3901 
612/766-7749 



Dated: November 14, 2005 
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